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REMARKS/ARGUMENTS 

This Amendment is responsive to the Office Action mailed on May 19, 
2009. Entry of this Amendment is requested. 

Initially, it is noted that the cover sheet of the Office Action indicates that 
the Office Action is final. However, the U.S.P.T.O.'s PAIR system (a printout of the 
status on PAIR is attached) indicates that the Office Action is non-final and the body of 
the Office Action does not indicate that the Office Action is final. Applicants assumed 
that the Office Action was non-final, because the rejection based in Irwin et al. and 
Durbin et al. (discussed below) is new, even though many claims (e.g., claim 60) were 
not amended from Applicants' earlier filed Amendment. The non-final status of this 
Office Action was confirmed in a telephone call with Examiner Robinson Boyce in June 
2009. 

Prior to this Amendment, claims 1-9, 59-60, 62-65, and 68-84 were 
pending and subject to examination. In this Amendment, claims 85-89 are added, claims 
6, 59, 60, 63, 69, 71, 74, 79, 82, and 84 are canceled, and claims 1, 65, 68, 76, and 81 are 
amended, so that claims 1-5, 7-9, 62, 64, 65, 68, 70, 72-73, 75-78, 80-81, 83, and 85-89 
are pending and subject to examination. 

Independent claim 1 is amended to incorporate the limitation in dependent 
claim 63, and independent claim 68 is amended to incorporate the limitation in dependent 
claim 71 . Since claims 1 and 68 are essentially the same in substance as previously 
presented dependent claims 63 and 71, the amendments to independent claims 1 and 68 
do not raise new issues requiring further search and/or consideration. 

I. 35 USC 103 - Irwin et al. and Durbin et al. 

In the Office Action, claims 1-5, 6, 7-9, 59, 60, 62, 63, 64, 65, 68, 69, 71, 
72, and 74 are rejected as being obvious over Irwin et al. (U.S. 2003/0187794) and 
Durbin et al. (U.S. 4,970,658). This rejection is traversed. 
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A. Obviousness has not been established, since all limitations are not 

taught or suggested by the art 

i. Neither Irwin et al. nor Durbin et al. discloses or suggests "a point of 

service device having a plurality of rules and a plurality of meta-rules " 

Obviousness has not been established, since all claim limitations are not 
taught or suggested by the Irwin et al. and Durbin et al. Here, Irwin et al. and Durbin et 
al. fail to teach or suggest, inter alia, "a point of service device having a plurality of rules 
and a plurality of meta-rules" as recited in independent claim 1 . The other independent 
claims recite a similar limitation. 

In Irwin et al, as shown below, the "user device" is the only device that 
includes "meta-rules" 120. In fact, "meta-rules" are only mentioned once in Irwin et al. 
at paragraph [0090] and this is also in the context of the user device. Irwin et al. does not 
describe the use of rules and meta-rules in a point of service device. 




J 



While a "point of sale" device is described at paragraphs [0170] to [0178] of Irwin et al., 
none of these paragraphs state or suggest that the point of sale device includes "a 
plurality of rules and a plurality of meta-rules." 
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Durbin et al. similarly fails to teach or suggest "a point of service device 
having a plurality of rules and a plurality of meta-rules" as recited in independent claim 
1. Durbin et al. is describes a "knowledge engineering tool" for building expert systems 
(see the abstract). Durbin et al.'s "knowledge engineering tool" does not even remotely 
contemplate that it can be used with a device rating system like the one described in Irvin 
et al. Despite this, the Examiner relies on column 10, lines 9-12 and column 25, lines 44- 
52 of Durbin et al. (see page 4 of the Office Action). These passages from Durbin et al. 
are reproduced below. 

Rule messages 137 are passed from AP 5 to I/E 1 to 
determine variables or provide meta-rules to provide 
direction to the inference process. (Column 10, lines 9-12) 

Here rule message 137 is searched to determine if any rule 
conditions 25 1 remain unexamined or, for rules already 
determined true, if any rule actions 267 remain 
incompleted. If such entries are found, then local routing 
updater 165 fills in the destination from the next object 
processor 105 on object routing list 21 1. A next routing 
counter is incremented in the rule and the rule is forwarded 
to next instant object 369, sub-object 431, or base object 
367. (gtob) (Column 25, lines 44-52) 

Clearly, neither passage even remotely describes "a point of service device having a 
plurality of rules and a plurality of meta-rules." In fact, a point of service device is not 
described at all in Durbin et al. Although Durbin et al. does mention "meta-rules" at 
column 10, line 11, Durbin et al. describes the use of "meta-rules" in a "single processor 
configuration" in a field and end use that is totally different than what is described in 
Irvin et al. Accordingly, there is clearly no suggestion in Durbin et al. to use meta-rules 
in a point of sale device, let alone two separate devices like the portable device and the 
point of service device in independent claim 1 and in other independent claims. 
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2. Neither Irwin et al. nor Durbin et al. discloses or suggests "wherein if the 

portable device and the point of service device are unable to determine the 
outcome for the purchase transaction, the point of service device uses its 
plurality of meta-rules to either determine whether one or more of the 
plurality of rules in either the portable device or the point of service 
device can be altered locally in order to determine the outcome or request 
a service provider system to help determine the outcome using the 
plurality of rules and the plurality of meta-rules in the service provider 
system " 

Irwin et al. and Durbin et al. also fail to teach or suggest "wherein if the 
portable device and the point of service device are unable to determine the outcome for 
the purchase transaction, the point of service device uses its plurality of meta-rules to 
either determine whether one or more of the plurality of rules in either the portable device 
or the point of service device can be altered locally in order to determine the outcome or 
request a service provider system to help determine the outcome using the plurality of 
rules and the plurality of meta-rules in the service provider system" as recited in 
independent claim 1 . The other independent claims recite a somewhat similar limitation. 

The Office Action is not particularly clear as to whether this limitation is 
taught or suggested by Irwin et al. For example, at page 4 of the Office Action, the 
Examiner appears to suggest that this limitation is taught or suggested at paragraph 
[0106]. If this is the case, it is clear that paragraph [0106] does not teach or suggest this 
limitation. Paragraph [0106] of Irwin et al. is reproduced below. 
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[0106] The ConfigRatingCollector (330) class refines the 
Collector abstract class (320) and provides the behavior to 
consume ConfigRatingEvent objects. ConfigRatingEvent 
objects (335) are used to add, remove, and update rating 
rules in a persistent store (340). The store (340) maintains 
the rules past the life span of the RatingEngine (230) 
instance (i.e., the device (100) may be turned off) in the 
CVGRecordStore (340), which abstracts device file system 
to provide helper methods for accessing records and fields.. 
When the RatingEngine (230) may be started again, the 
ConfigRatingCollector (330) may be used to bootstrap the 
rules by reading the persistent store of Rules. The Record- 
Store (340) may be also used to hold information that may 
be synchronized between the DRE (110) and other remote 
systems (200). 

Clearly, this passage does not teach or suggest altering rules to determine an outcome or 
request a service provider system to help determine the outcome. Accordingly, Irwin et 
al. fails to teach or suggest this limitation. 

Further, Durbin et al. also does not teach or suggest this limitation. The 
passages from Durbin et al. that are cited by the Examiner are reproduced above, and 
clearly, neither passage remotely suggests this limitation. 

At least two limitations in each of the independent claims is not taught or 
suggested by Irwin et al. and Durbin et al., so obviousness has not been established. 

B. Obviousness has not been established, since the reason to combine 

references is insufficient to establish obviousness 

Obviousness has not been established, because the reason to combine the 
cited references is insufficient to establish obviousness. The Examiner's reason to 
combine Irwin et al. and Durbin et al. is provided below: 
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Irwin et al does not specifically disclose the following, however does disclose 
adding, removing, and updating rating rules in a persistent store where rules are 
maintained past the life span of the RatingEngine, however when the RatingEngine is 
started again, the rules are bootstraped by reading the persistent store of Rules, in this 
case, when the RatingEngine is not started (or is past its lifespan), this suggests that 
the outcome for the transaction can not be determined since old rules are maintained, 
and in order to determine rules for a transaction, the updated/bootstraped rules must 
apply in order to determine current transaction values as shown in [01 06]. 

However, Durbin et al discloses that a rule message is searched to determine if 
any rule conditions remain unexamined or, for rules already determined true, if any rule 
actions remain incompleted, and if such entries are found, then local routing updater fills 
in the destination from the next object processor on object routing list, and a next 
routing counter is incremented in the rule and the rule is forwarded to next instant 
object, sub-object, or base object 367, as shown in col. 25, lines 44-52. Durbin et al 
also discloses that Rule messages 1 37 are passed from AP 5 to l/E 1 to determine 
variables or provide meta-rules to provide direction to the inference process in col. 1 0, 
lines 9-1 2. It therefore would have been obvious to combine the teachings of Irwin et al 
and Durbin et al to disclose wherein if the portable device and the point of service 

device are unable to determine the outcome for the purchase transaction, the point of 
service device uses its plurality of meta-rules to either determine whether one or more 
of the plurality of rules in either the portable device or the point of service device can be 
altered locally in order to determine the outcome or request a service provider system to 
help determine the outcome using the plurality of rules and the plurality of meta-rules in 
the service provider system/wherein if the portable device and the point of service 
device are unable to determine the outcome for the purchase transaction, the point of 
service device uses its plurality of meta-rules to request the service provider system to 
help determine the outcome using the plurality of rules or the plurality of meta-rules in 
the service provider system/wherein the plurality of meta-rules in the point of service 
device includes a meta-rule for replacing at least one rule in the plurality of rules in the 
point of service device with another rule. 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to utilize meta-rules if unable to determine an outcome of a 
transaction with the motivation of using a set of rules that can be adjusted to 
accommodate for the determination of a transaction. 

Applicants initially point out that these passages do not clearly state what 
limitations of the claims are absent from Irwin et al., and where those missing limitations 
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can be found in Durbin et al. For example, at page 4 of the Office Action, the Examiner 
states "Irwin et al. does not specifically disclose the following, however does disclose 
adding, removing, and updating rating rules in a persistent store. . ." This passage does 
not state what Irwin et al. does not disclose, so the Examiner's position with respect to 
the prior art is unclear. The Examiner is requested to clarify her position in the next 
Office Action. 

Further, the Examiner does not explain "why" it would have been 
desirable for a person of skill in the art to modify Irwin et al. to include a point of service 
device with rules and meta-rules and the limitation "wherein if the portable device and 
the point of service device are unable to determine the outcome for the purchase 
transaction, the point of service device uses its plurality of meta-rules to either determine 
whether one or more of the plurality of rules in either the portable device or the point of 
service device can be altered locally in order to determine the outcome or request a 
service provider system to help determine the outcome using the plurality of rules and the 
plurality of meta-rules in the service provider system," when the DRE (device based 
rating engine) in Irwin et al. must be based on an end device such as a hand held or 
wireless device in order to take advantage of the end device's ability to process data (see 
paragraphs [0034] and [0071]). Clearly, a point of sale device is not the type of device 
that uses Irvin et al.'s DRE. Because of this, the alleged reason to combine Irwin et al. 
and Durbin et al. is not only insufficient, Irwin et al. teaches away from the modification 
proposed by the Examiner, and obviousness has not been established for yet another 
reason. 

C. Obviousness has not been established, since the reason to combine the 

references is from Applicants' disclosure and not the prior art 

The Examiner alleges that the "motivation" to combine Irwin et al. and 
Durbin et al. relates to "using a set of rules that can be adjusted to accommodate for the 
determination of a transaction," (see page 5 of the Office Action), Irwin et al. However, 
as explained by the Court of Appeals for the Federal Circuit: 
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The teaching or suggestion to make the claimed 
combination and the reasonable expectation of success 
must both be found in the prior art , and not based on 
applicant's disclosure. In re Vaeck, 947 F.2d 488, 20 
USPQ2d 1438 (Fed. Cir. 1991). 

Here, not only do the cited references fail to teach or suggest numerous limitations in the 
claims, the alleged "motivation" cannot be found in the cited art, but was inappropriately 
taken from the Applicants' own disclosure. The only place of record that teaches or 
suggests "using a set of rules that can be adjusted to accommodate for the determination 
of a transaction" is in the Applicants' own specification (see, e.g., the "Brief Summary of 
the Invention"). It is clear that the Examiner's use of the advantages described in 
Applicants' own specification to reject Applicants' own claims is improper. Obviousness 
has not been established for yet another reason. 

D. Additional limitations in the independent claims 

Despite the deficiencies noted above, Applicants have further amended the 
independent claims to even further distinguish the claims from the cited art in an effort to 
expedite the prosecution of this application and in a good faith attempt to bring this 
prosecution to a conclusion. 

Independent claim 1 is further amended to recite "wherein the plurality of 
meta-rules in the point of service device includes a meta-rule for replacing at least one 
rule in the plurality of rules in the point of service device with another rule." Clearly, this 
limitation is not taught or suggested by Irwin et al. or Durbin et al. 

Independent claim 68 is further amended to recite "wherein the point of 
service device is further configured to determine information including the time, 
temperature, weather, or geographical location." While Examiner suggests that the DRE 
in Irvin et al. refers to "geographical location," as noted above, the DRE is in an "end 
device" and Irvin et al. does not describe a point of service device with the DRE. 

Independent claim 76 is further amended to recite "requesting, by the 
point of service device, the network gateway or the service provider system to help 
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determine the outcome using the plurality of rules and the plurality of meta-rules in the 
network gateway or the service provider system." Clearly, this limitation is not taught or 
suggested by Irwin et al. or Durbin et al. 

Although Applicants are amending the claims in an attempt to expedite the 
prosecution of this application, Applicants reserve the right to pursue broader claims in 
one or more continuation applications. 

II. 35 U.S.C. 103 - Irwin et al., Durbin et al. and Fare et al. 

At page 19 of the Office Action, claims 70, 73, 75, and 81 are rejected as 
being obvious over Irwin et al. Durbin et al. and Fare et al. (U.S. 2004/0204078). This 
rejection is traversed. 

Applicants submit that claims 70, 73, 75, and 81 are patentable, because 
they depend from non-obvious independent claims. Further, they recite additional 
limitations that are not taught or suggested by the prior art. 

CONCLUSION 

In conclusion, Applicants submit that there are many more reasons why 
the claims are considered patentable, rather than unpatentable. Thus, a Notice of 
Allowance is earnestly and respectfully solicited. If the Examiner believes a telephone 
conference would expedite prosecution, please telephone the undersigned. 

Respectfully submitted, 




Patrick R. Jewik 
Reg. No. 40,456 
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